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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Patent Application of: 

Hisashi YAMADA et al. 

Application No.: 10/046,739 Confirmation No.: 2551 

Filed: January 17, 2002 Art Unit: 2893 

For: THIN-FILM CRYSTAL WAFER HAVING Examiner: N.NGO 

PN JUNCTION AND METHOD FOR 
FABRICATING THE WAFER 



REQUEST FOR RECONSIDERATION OF PATENT TERM ADJUSTMENT 
UNDER 37 CFR S1.705(b) 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

Pursuant to 37 CFR §§ 1 .705(b), the Applicants hereby request reconsideration of the 
patent term adjustment indicated on the Notice of Allowance for Application No. 10/046,739 
(Exhibit 1). Specifically, while the Notice of Allowance indicates a patent term adjustment of 
1443 days. Applicants submit that the patent term adjustment should correctly be 2552 days 
based on the following explanation. 

STATEMENT OF FACTS 

1. The Notice of Allowance, which issued in this case on March 15, 2010, indicated 
that the Patent Term Adjustment to date was 1443 days (see page 3 of Exhibit 1). 

2. The U. S. Patent and Trademark Office's Patent Term Adjustment History, as 
indicated in the Patent Application Information Retrieyal (PAIR) system indicates a 
Patent Term Adjustment due to prosecution delays of 1443 days, based upon 1443 
days of USPTO delays (see Exhibit 2). 
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3. The Patent Term Adjustment History, as indicated in the USPTO's PAIR system, 
does not set forth any additional days of USPTO delay in connection the erroneous 
Notice of Abandoiunent mailed on July 28, 2003 (See Exhibit 3), for which a 
Petition to Withdraw the Holding of Abandonment was submitted on August 20, 
2003 (See Exhibit 4). 

4. A Second Submission of the Petition to Withdraw the Holding of Abandonment was 
submitted on November 25, 2003, (See Exhibit 5). 

5. A Decision on Petition mailed July 22, 2004 granting the applicants' Petition to 
Withdraw the Holding of Abandonment (and which indicated that the resetting of a 
response period would be entered upon the date the Restriction Requirement re- 
mailing took effect (See Exhibit 6). 

6. On January 25, 2005, applicants jSled a formal Status Inquiry (See Exhibit 5). 

7. The USPTO responded to the Status Inquiry and telephone status inquiry with a 
facsimile on April 4, 2005 providing a copy of a Notice of Abandormient and a 
Restriction Requirement dated July 23, 2004 (See Exhibit 6) that applicant, once 
again, did not receive. 

8. Applicant filed a Petition to Withdraw the "second" Holding of Abandormient in the 
USPTO on May 4, 2005 (See Exhibit 7). 

9. A Letter Resubmitting the May 4, 2005 Petition was subsequently filed on June 15, 
2005 (See Exhibit 8). 

10. A formal Status Inquiry was then filed on March 13, 2006 (See Exhibit 9). 

1 1 . A second formal Status Inquiry was filed again on May 22, 2009 (See Exhibit 10). 

12. Decision on Petition to Withdraw the "second" Holding of Abandonment issued on 
July 30, 2009 (See Exhibit 1 1). The present Decision of grant did not specifically 
state "resetting of the period for response." 

13. Applicant received a first non-final Office Action mailed on October 28, 2009 (See 
Exhibit 12). Ultimately, the restriction requirement was not upheld and therefore did 
not require a response from the applicant. 

Applicant should be entitled to PTA for all of the days fi:om 14 months from 
filing the present application, namely, March 17, 2003; until the first Office Action 
issued on October 28, 2009. 
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Applicant did not cause any delay in the prosecution of the present application. 

Accordingly, the correct Patent Term Adjustment should be 2552 days of 
prosecution delay (i.e., USPTO Delays of 6005 days less 193 Applicant Delays, minus 
3,260 overlapping days, for a Total Patent Term Adjustment of 2552 days), for the failure 
of the USPTO to provide an Office Action in the present application. 



14. A statement of facts is presented above, detailing the relevant dates and the correct 
patent term adjustment. 

15. The present patent is not subject to any Terminal Disclaimer or any expiration date 
specified in a Terminal Disclaimer (§ 1.705(b)(2)(iii)). 

16. There v^^ere no circumstances constituting a failure to engage in reasonable efforts to 
conclude processing or examination of the above-identified application (§ 
1.705(iv)(B)). 

CONCLUSION 

The USPTO is requested to correctly indicate that U.S. Application No. 10/046,739 is 
entitled to 2552 days of Patent Term Adjustment. 



As set forth in the attached Fee Transmittal, the Commissioner is hereby authorized to 
charge the amount of $200.00 to Deposit Account No. 02-2448 for the consideration of this 
Request as required by 37 C.F.R. § 1.18(e). 



COMPLIANCE WITH REQUIREMENTS OF 
37 CFR § 1.705(b)(1) AND (2) 



PAYMENT OF FEES 
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If necessary, the Commissioner is hereby authorized in this, concurrent, and future 
replies, to charge payment or credit any overpayment to our Deposit Account No. 02-2448 for 
any additional fees required imder 37 C.F.R. § 1.16 or under § 1.17; particularly, extension of 



time fees. 



Dated: May 7, 2010 



Respectfully submitted, 




Andre^i^ Meikle 
Registration No.: 32868 

BIRCH, STEWART, KOLASCH & BIRCH, LLP 
8110 Gatehouse Road, Suite 100 East 
P.O. Box 747 

Falls Church, VA 22040-0747 
703-205-8000 
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UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark OfBce 
Additss; COMMISSIONER FOR PATENTS 



P.O.Box 1450 
Alexandria, Virginia 22313-1450 



NOTICE OF ALLOWANCE AND FEE(S) DUE 



2292 7590 03/15/2010 | EXAMINER 

B IRCH STEWART KOLASCH & BIRCH ngo, ngan v 

PO BOX 747 I I PAPERNUMBER 

FALLS CHURCH, VA 22040-0747 ' 1 



DATE MAILED: 03/15/2010 



APPLICATION NO. 



FIRST NAMED INVENTOR ATTORNEY DOCB^ET NO. CONFIRMATIONS 



10/046,739 01/17/2002 Hisashi Yamada 3885-0102P 

TITLE OF INVENTION: THIN-FILM CRYSTAL WAFER HAVING PN JUNCTION AND METHOD FOR FABRICATING THE WAFER 



I APPLN.TYPE I SMALL ENTITY | ISSUE FEE DUE | PUBLICATION FEE DUE | PREY. PAID ISSUE FEE | TOTAL PEE(S) DUE | DATE DUE "| 
nonprovisional NO $1510 $300 $0 $1810 06/15/2010 

'^^'^^^^^^ IDENTIFIED ABOVE HAS BEEN EXAMINED AND IS ALLOWED FOR ISSUANCE AS A PATENT 

^^EMm mip^pmiSCLQsm this notice of allowance is not a graS¥ of 

IgfTtSMg^^N^^ «^ ™ 0« "PON 

dS SI^WSKI.-^? Sd^ ^nSP^T^iH 

^^^i^^J^^J^ ^ft!^^^^^-^^ ^ extended. SEE35U.S.C.m. the ISSUE fee due indicated ABOVE 
NOT REFLECT A CREDIT FOR ANY PREVIOUSLY PAID ISSUE FEE IN THIS APPLICATION. IF AN ISSUE FEE HAS 
.^^^.fy^Pi^^y^ PAID IN THIS APPLICATION (AS SHOWN ABOVE), THE RETURN OF PART B OF THK F(^ 

WILL BE CONSIDERED A REQUEST TO REAPPLY THE PREVIOUSLY PAID ISSUE FEE TOWARD THE ISSl^E NOW 



HOW TO REPLY TO THIS NOTICE: 

I. Review the SMALL ENTITY status shown above. 

If the SMALL ENTITY is shown as YES, verify your current 
SMALL ENTITY Status: 

A. If the status is the same, pay tlie TOTAL FEE(S) DUE shown 
above. 

B. If the status above is to be removed, check box 5b on Part B - 
Fee(s) Transmittal and pay (he PUBLICATION FEE (if required) 
and twice the amount of the ISSUE FEE shown above, or 



If the SMALL ENTITY is shown as NO: 

A. Pay TOTAL FEE(S) DUE shown above, or 

B. If applicant claimed SMALL ENTITY status before, or is now 
claiming SMALL ENTITY status, check box 5a on Part B - Fee(s) 
Transmittal and pay the PUBLICATION FEE (if required) and 1/2 
the ISSUE FEE shown above. 

II. PART B - EEE(S) TRANSMITTAL, or its equivalent, must be completed and returned to the United States Patent and Trademark Office 
(USPTO) with your ISSUE FEE and PUBLICATION FEE (if required). If you are charging the fee(s) to your deposit account, section "4b" 
of Part B - Fee(s) Transmittal should be completed and an extra copy of the form should be submitted. If an equivalent of Part B is filed a 
request to reapply a previously paid issue fee must be clearly made, and delays in processing may occur due to the difficulty in recognizine 
the paper as an equivalent of Part B. 6 6 

regarding this application must give the application number. Please direct all communications prior to issuance to 
Mail Stop ISSUE FEE unless advised to the contrary. 

IMPORTANT REMINDER: Utility patents issuing on appUcations filed on or afl«^|^p|^^M^^^|uire payment of 
maintenance fees. It is patentee's responsibflity to «isure timely payment of maintenanV EXHIBIT " 



PTOL-85 (Rev. 08/07) Approved for use through 08/31/2010. 



Page 1 of 3 




PARTE - FEE(S) TRANSMITTAL 

Complete and send this form, together with applicable fee(s), to: Mail Mail Stop ISSUE FEE 

Commissioner for Patents 
P.O. Box 1450 

Alexandria, Vii^inia 22313-1450 
or Fax (571)-273-2885 

INSTRUCTIONS: This form should be used for transmitting the ISSUE FEE and PUBLICATION FEE (if required). Blocks 1 through 5 should be completed where 
appropnate. All further correspondence including the Patent, advance orders and notification of maintenance fees will be mailed to the current correspondence address as 
.„H,^„.H .,„i.o. ^^^^,^A k=i„.„ or directed otherwise in Blodc 1, by (a) specifying a new correspondence address; and/or (b) indicating a separate "FEE ADDRESS" for 



cuKRENTCX)RRESPOhn3ENCEADDKESS(Note:UseBiockiforaiiydiaiigcofaddress) Note: A certificate of mailing Can Only be used for domestic mailings of the 

Fee(s) Transmittal. This certificate cannot be used for any other accompanying 
papers. Each additional paper, such as an assignment or formal drawing, must 
nave its own certificate of mailing or transmission. 

03/15/2010 



BIRCH STEWART KOLASCH & BIRCH I hereby certify that this Fee(s) Transmittal is being deposited with the United 

PO BOX 747 States Postal Service with sufficient postage for first class mail in an envelope 

CAT T o r'uiTDOti \TA iiA/in fviAn addressed to the Mail Stop ISSUE FEE address above, or being facsimile 

FALLS CHURCH, VA 22040-0747 transmitted to the USPTO (571) 273-2885, on the date indicated beRw. 



I APPLICATION NO. | FILING DAIIE | FIRST NAMED INVENTOR | ATTORNEY POCKET NO. | CONFIRMATION NO. 

10/046,739 01/17/2002 Hisashi Yamada 3885-0102P 2551 

TITLE OF INVENTION: THIN-FILM CRYSTAL WAFER HAVING PN JUNCTION AND METHOD FOR FABRICATING THE WAFER 



1 APPLN.TYPE 1 SMALL ENTITY | 


ISSUE FEE DUE 


1 PUBLICATION FEE DUE | PREV. PAID ISSUE FEE 


1 TOTAL FEE(S) DUE | 


DATEDXffi 1 


nonpiovisional NO 


$1510 


$300 $0 


$1810 


06/15/2010 


1 EXAMINER 1 


ART UNIT 


1 CLASS-SUBCLASS j 






NGO,NGANV 


2893 


257-187000 







1 . Change of correspondence address or indication of "Fee Address" (37 
CFR 1.363). 

Q Change of correspondence address (or Change of Correspondence 
Address form PTO/SB/122) attached. 

O "Fee Address" indication (or "Fee Address" Indication form 
PTO/SB/47; Rev 03-02 or more recent) attached. Use of a Customer 
Number is required. 



2. For printing on the patent front page, hst 



(2) the name of a single firm (having as a member a 
registered attorney or agent) and the names of up to 
2 registered patent attorneys or agents. If no name is 
^ will be printed. 



3. ASSIGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT (print or type) 
PLEASE NOTE: Unless an assignee is identified below, no assignee data will appear on the pater 
recordation as set forth in 37 CFR 3. 1 1 . Completion of this form is NOT a substitute for filing an assignment. 
(A) NAME OF ASSIGNEE (B) RESIDENCE: (CITY and STATE OR COUNTRY) 



assignee is identified below, the document has been filed for 



Please check the appropriate assignee category or categories (will not be printed on the patent) : □ Individual □ Corporation or other private group entity □Government 

4a. The following fee(s) are submitted: 
Q Issue Fee 

O Publication Fee (No small entity discount permitted) 
□ Advance Order - # of Copies 



4b. Payment of Fee(s): (Please first reapply any previously paid issue fee shown above) 

□ A check is enclosed. 

□ Payment by credit card. Form PTO-2038 is attached. 
QThe Director is hereby authorized to 

overpayment, to Deposit Account Number _ 



5. Change in Entity Status (from status indicated above) 

O a. Applicant claims SMALL ENTITY status. See 37 CFR 1. 



O b. Applies 



lo longer claiming SMALL ENTITY status. See 37 CFR 1.27(g)(2). 



NOTE: The Issue Fee and Publication Ftee (if required) will not be accepted from anyone other than the applicant; a registered attorney or agent; or the assignee or other oartv in 
interest as shown by the records of the United States Patent and Trademark Office. ~ ^ ^ 



Authorized Signature _ 



This collection of information is required by 37 CFR 1 .3 1 1 . The information is required to obtain or retain a benefit by the pubUc which is to file (and by the USPTO to process) 
an application. Confidentiality is governed by 35 U.S.C. 122 and 3,7 CFR 1.14. This collection is estimated to take 12 minutes to complete, including gathering, prepanng, and 



!y depending upon the individual case. Any 



submitting the completed application form to the USPTO. Time will vary di 

this form and/or suggestions for reducing this burden, should be sent to the C... . — , . „„„ ^ii.^c ^.o. i^cuiaiuicui ui ^,uiiuiicrtc r u 

Box 1450, Alexandria, Virginia 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450' 



Alexandria, Virginia 22313-1450. ' 
Under the Paperwork Reduction Act of 1995. n 



persons are required to respond to a collection of information unless it displays a valid 0MB control number. 
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UNITED STATES DEPARTMENT OF COMMERCE 
United SUtes Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 



APPLICATION Ni 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



2292 7590 03/15/2010 

BIRCH STEWART KOLASCH & BIRCH 
PO BOX 747 

FALLS CHURCH, VA 22040-0747 



DATB MAILED: 03/15/2010 



Determination of Patent Term Adjustment under 35 U.S.C. 154 (b) 

(application filed on or after May 29, 2000) 

The Patent Term Adjustment to date is 1443 day(s). If the issue fee is paid on the date that is three months after the 
mailing date of this notice and the patent issues on the Tuesday before the date that is 28 weeks (six and a half 
months) after the mailing date of this notice, the Patent Term Adjustment will be 1443 day(s). 

If a Continued Prosecution Application (CPA) was filed in the above-identified application, the filing date that 
determines Patent Tei-m Adjustment is the filing date of the most recent CPA. 

Applicant will be able to obtain more detailed information by accessing the Patent Application Information Retrieval 
(PAIR) WEB site (http://pair.uspto.gov). 

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the Office of 
Patent Legal Administration at (571)-272-7702. Questions relating to issue and publication fee payments should be 
directed to the Customer Service Center of the Office of Patent Publication at l-(888)-786-0101 or 
(571)-272-4200. 
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Application No. 


Appiicant(s) 


Notice of Allowability 


10/046,739 


YAMADAETAL 


Examiner 


Art Unit 






Ngan Ngo 


2893 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address- 
All claims being allowable, PROSECUTION ON THE MERITS IS (OR REMAINS) CLOSED In this application. If not included 
herewith (or previously mailed), a Notice of Allowance (PTOL-85) or other appropriate communication will be mailed in due course THIS 
NOTICE OF ALLOWABILITY IS NOT A GRANT OF PATENT RIGHTS. This application is subject to withdrawal from issue at the initiative 
of the Office or upon petition by the applicant. See 37 CFR 1.313 and MPEP 1308. 

1 . K This communication is responsive to the amendment filed 1/26/10 . 

2. S The allowed claim(s) is/are 1-11. 

3. Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)El All b)nSome* c)nNone of the: 

1. 13 Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. . 

3. □ Copies of the certified copies of the priority documents have been received in this national stage application from the 

International Bureau (POT Rule 17.2(a)). 
* Certified copies not received: . 

Applicant has THREE MONTHS FROM THE "MAILING DATE" of this communication to file a reply complying with the requirements 
noted below. Failure to timely comply will result in ABANDONMENT of this application. 
THIS THREE-MONTH PERIOD IS NOT EXTENDABLE. 

4. □ A SUBSTITUTE OATH OR DECLARATION must be submitted. Note the attached EXAMINER'S AMENDMENT or NOTICE OF 

INFORMAL PATENT APPLICATION (PTO-152) which gives reason(s) why the oath or declaration is deficient. 

5. □ CORRECTED DRAWINGS ( as "replacement sheets") must be submitted. 

(a) □ including changes required by the Notice of Draftsperson's Patent Drawing Review ( PTO-948) attached 

1) □ hereto or 2) □ to Paper No./Mail Date . 

(b) □ including changes required by the attached Examiner's Amendment / Comment or in the Office action of 

Paper No./Mail Date . 

Identifying indicia such as the application number (see 37 CFR 1.84(c)) should be written on the drawings in the front (not the back) of 
each sheet. Replacement sheet(s) should be labeled as such in the header according to 37 CFR 1.121(d). 

6. □ DEPOSIT OF and/or INFORMATION about the deposit of BIOLOGICAL MATERIAL must be submitted. Note the 

attached Examiner's comment regarding REQUIREMENT FOR THE DEPOSIT OF BIOLOGICAL MATERIAL. 



Attachment(s) 

1. □ Notice of References Cited (PTO-892) 

2. □ Notice of Draftperson's Patent Drawing Review (PTO-948) 

3. □ Infonnation Disclosure Statements (PTO/SB/08), 

Paper No./Mail Date 

4. □ Examiner's Comment Regarding Requirement for Deposit 

of Biological Material 



/Ngan Ngo/ 

Primary Examiner, Art Unit 2893 



5. D Notice of Informal Patent Application 

6. □ Interview Summary (PTO-413), 

Paper No./Mail Date . 

7. □ Examiner's Amendment/Comment 

8. □ Examiner's Statement of Reasons for Allowance 

9. □ Other . 
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Patent Term Adjustments 



Patent Term Adjustment (PTA) for Application Number: 10/046,739 



Filing or 371(c) Date: 
Issue Date of Patent: 
Pre-Issue Petitions (days): 
Post-Issue Petitions (days): 

USPTO Adjustment(days): 



USPTO Delay (PTO) Delay (days): 
Three Years: 

Applicant Delay (APPL) Delay (days): 
Total PTA (days): 
Explanation Of Calculations 



Patent Term Adjustment History 

Date Contents Description 

03-15-2010 Mail Notice of Allowance 

03-10-2010 Notice of Allowance Data Verification Completed 
03-10-2010 Case Docketed to Examiner In GAU 
03-10-2010 Document Verification 

02- 23-2010 Date Forwarded to Examiner 
01-26-2010 Response after Non-Final Action 
10-28-2009 Electronic Review 
10-28-2009 Email Notification 
10-28-2009 Mail Non-Final Rejection 
10-26-2009 Non-Final Rejection 
10-13-2009 Case Docketed to Examiner in GAU 
01-17-2002 Information Disclosure Statement considered 
10-06-2009 Date Forwarded to Examiner 

07- 15-2005 Response to Election / Restriction Filed 
10-08-2009 Mail Notice of Rescinded Abandonment 
10-06-2009 Notice of Rescinded Abandonment in TCs 
10-02-2009 Case Docketed to Examiner in GAU 
05-22-2009 Miscellaneous Incoming Letter 

03- 13-2006 Miscellaneous Incoming Letter 
01-25-2005 Miscellaneous Incoming Letter 

08- 01-2009 Email Notification 

07-30-2009 Mail-Petition to Revive Application - Granted 

07-29-2009 Petition to Revive Application - Granted 

05-04-2005 Petition Entered 

01-17-2002 Information Disclosure Statement (IDS) Filed 

04- 08-2005 Mail Abandonment for Failure to Respond to Office Action 
04-06-2005 Aband. for Failure to Respond to O. A. 

07-23-2004 Mail. Notice of Restarted Response Period 

07-23-2004 Letter Restarting Period for Response (i.e. Lette r re: 
References) 

07-23-2004 Mail Notice of Rescinded Abandonment 



https://sportal.uspto.gov/secure/PA_PeaiPair/PAIRPrintServlet 



PTO(Days) APPL(Days} 




4/19/2010 
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07-23-2004 Notice of Rescinded Abandonment in TCs 

07- 22-2004 Mail-Petition to Revive Application - Granted 

08- 20-2003 Petition Entered 

1 1-24-2003 Request for Refund 
02-26-2004 File Marked Found 
01-16-2004 File Marked Lost 

07-28-2003 Mail Abandonment for Failure to Respond to Office Action 

07- 25-2003 Aband. for Failure to Respond to O. A. 
11-20-2002 i^ail Restriction Requirement 
11-18-2002 Requirement for Restriction / Election 

08- 25-2002 Receipt of all Acknowledgement Letters 

01-17-2002 Request for Foreign Priority (Priority Papers May Be 
Included) 

01-17-2002 Information Disclosure Statement (IDS) Filed 

01- 17-2002 Information Disclosure Statement (IDS) Filed 

05-09-2002 Case Docketed to Examiner in GAU 

05-02-2002 Application Dispatched from OIPE 

05-01-2002 Application Is Now Complete 

04-12-2002 Additional Application Filing Fees 

04 12 2002 ^ statement by one or more inventors satisfying the 
requirement under 35 USC 115, Oath of the Applic 

02- 14-2002 Referred by L&R for Third-Level Security Review. Agency 

Referral Letter Generated 

02-07-2002 IFW Scan & PACR Auto Security Review 

01-26-2002 IFW Scan & PACR Auto Security Review 

01-17-2002 Initial Exam Team nn 



Close Window 



https://sportal.uspto.gov/secure/PA_PeaiPair/PAIRPrintServlet 
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United States Patent and Trademark Office 
... FOR PATENTS 
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ATTORNEY DOCKET NO. CONFIRMATION NO. 



10/046,739 



01/17/2002 



Hisashi Yamada 



2292 7590 07/28/2003 

BIRCH STEWART KOLASCH & BIRCH 
PO BOX 747 

FALLS CHURCH, VA 22040-0747 



3885-aierp 



DATE MAILED: 07/28/2003 



Please find below and/or attached an Office communication coiy^ming this apphcation or proceedir^HzP-'^ 
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Application No. 


Applicant(s) 




Notice of Abandonment 


10/046,739 


YAMADAETAL 


Examiner 


Art Unit 






Vikki H Trinh 


2814 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address- 



This application is abandoned in view of: 

1. S Applicant's failure to timely file a proper reply to the Office letter mailed on 20 November 2002 . 

(a) □ A reply was received on (with a Certificate of Mailing or Transmission dated ), which is after the expiration of the 

period for reply (including a total extension of time of month(s)) which expired on . 

(b) □ A proposed reply was received on but it does not constitute a proper reply under 37 CFR 1.113 (a) to the final rejection. 

(A proper reply under 37 CFR 1 .11 3 to a final rejection consists only of (1 ) a timely filed amendment which places the 
application in condition for allowance; (2) a timely filed Notice of Appeal (with appeal fee); or (3) a timely filed Request for 
Continued Examination (RCE) in compliance with 37 CFR 1.114). 

(c) □ A reply was received on but it does not constitute a proper reply, or a bona fide attempt at a proper reply, to the non- 

final rejection. See 37 CFR 1.85(a) and 1.111. (See explanation in box 7 below). 

(d) E No reply has been received. 

2. □ Applicant's failure to timely pay the required issue fee and publication fee, if applicable, within the statutory period of three months 

from the mailing date of the Notice of Allowance (PTOL-85). 

(a) □ The issue fee and publication fee, if applicable, was received on (with a Certificate of Mailing or Transmission dated 

), which is after the expiration of the statutory period for payment of the issue fee (and publication fee) set in the Notice of 

Allowance (PTOL-85). 

(b) □ The submitted fee of $ is insufficient. A balance of $ is due. 

The issue fee required by 37 CFR 1.18 is $ . The publication fee, if required by 37 CFR 1.18(d), is $ . 

(c) □ The issue fee and publication fee, if applicable, has not been received. 

3. n Applicant's failure to timely file corrected drawings as required by, and within the three-month period set in the Notice of 

Allowability (PTO-37). 

(a) □ Proposed corrected drawings were received on (with a Certificate of Mailing or Transmission dated ), which is 

after the expiration of the period for reply. 

(b) □ No corrected drawings have been received. 



4. □ The letter of express abandonment which is signed by the attorney or agent of record, the assignee of the entire interest, or all of 

the applicants. 

5. □ The letter of express abandonment which is signed by an attorney or agent (acting in a representative capacity under 37 CFR 

1.34(a)) upon the filing of a continuing application. 

6. □ The decision by the Board of Patent Appeals and Interference rendered on and because the period for/«eekihg court review 

ofthe decision has expired and there are no allowed claims. ^ / 

7. □ The reason(s) below: 



sur 



Petitions to revive under 37 CFR 1 .1 37(a) or (b), or requests to withdraw the holding of abandonment under 37 CFR 1 .1 81 , should be promptly filed to 
minimize any negative effects on patent temi. 

J.S. Patent and Trademark Office '. ~ — 

PTO-1 432 (Rev. 04-01 ) Notice of Abandonment Part of Paper No. 7 
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PATENT 
3885-0102P 



IN THE U.S. PATENT AND TRADEMARK OFFICE 



Applicant : 



Hisashi YAMADA et al . 



Conf . : 



2551 



Appl . No . : 



10/046, 739 



Group : 



2814 



Filed: 



January 17, 2002 



Examiner: H. TRINH 



For: 



THIN- FILM CRYSTAL WAFER HAVING PN 
JXJNCTION AND METHOD FOR FABRICATING THE 
WAFER 



PETITION UNDER 37 C.F.R. § 1.181 
TO WITHDRAW. THE HOLDING OF ABANDONMENT 



MS PETITION 

Commissioner for Patents 



August 20, 2003 



P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

In response to the Notice of Abandonment dated July 28, 
2003, applicant hereby respectfully petitions under the 
provisions of 37 C.F.R. § 1.181 and MPEP § 711.03 (c) for a 
decision to withdraw the holding of abandonment due to failure to 
receive an Office Action. 

The Notice of Abandonment dated July 28, 2003 indicates that 
this application was abandoned in view of the applicant's failure 
to respond to an Office Action mailed on November 20, 2002. 
However, this Office Action was never received by the offices of 
the undersigned, and a search of the file jacket for the present 
application and the firm docketing records reveals that the 
Office Action of November 20, 2002 was never received. The 



Appl. No. 10/046,739 

offices of the undersigned did not become aware of the Office 
Action until advised of the holding of abandonment. 

The fact that the Office Action of November 20, 2002 was 
never received in the offices of Birch, Stewart, Kolasch & Birch, 
LLP is evidenced by Exhibits I, II, and III attached hereto. 

Exhibit I is a copy of the front page of the file jacket of 
Appl. No. 10/046,739 (which corresponds to Attorney Docket 
No. 3885-0102P) . It is the policy in our office to record 
all information regarding Office Actions and responses on 
the front page of the file jacket. As the Petitions Examiner 
will note, there is no entry for the Office Action dated 
November 20, 2002 on the front page of the file jacket of 
the above -referenced application. 

Exhibit II is a copy of the computer-generated daily docket 

sheet of Birch, Stewart, Kolasch & Birch, LLP for the date 
of February 20, 2003 (the due date for said Office. Action) , 
containing entries made by our Docketing Department of due 
dates in response to PTO actions. It is the policy of our 
offices to docket all due dates for Office Actions received 
from the USPTO into our computer docketing system. 

Although Application Numbers, Titles, Client Names, and 
Inventor Names have been redacted from this Exhibit to avoid 
public disclosure of these matters once the present 
application is patented, it is still clear that there is no 
entry for the due date of February 20, 2003 which 
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Appl. No. 10/046,739 
corresponds to the current application. Attorney Docket No. 
3885-0102P. 

Exhibit III is a copy of the manual docket book of Birch, 
Stewart, Kolasch & Birch, LLP for the due date of February 
20, 2003. It is the policy of our offices to docket all due 
dates for Office Actions received from the USPTO into our 
manual docketing book. 

Although Application Numbers and Inventors Names have 
been redacted from this exhibit to avoid public disclosure 
of these matters once the present application is patented, 
there is no entry for the due date for the above -referenced 
Attorney Docket No. 3885-0102P. 

The undersigned certifies that he has reviewed the computer- 
generated daily docket sheets and the manual docket book for the 
due date of February 20, 2003 and did not locate an entry that 
corresponds to Appl. No. 10/046,739 to inventors Hisashi YAMADA 
et al. 

In view of the above -described facts, it is respectfully 
submitted that the abandonment of the present application was 
unavoidable and due solely to problems with mailing of an Office 
Action since the Office Action dated November 20, 2002 was never 
received in the offices of Birch, Stewart, Kolasch and Birch. The 
present Petition is timely filed for this purpose. 

Since the above-mentioned Office Action was never received 
in the offices of the undersigned, it is believed that no 
petition fee is necessary in connection with this Petition. In 
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the event that a petition fee is deemed necessary by the USPTO, 
it is respectfully requested that the fee of $130.00 as set forth 
in 37 C.F.R. § 1.17(h)(1) be charged to Deposit Account No. 02- 
2448. 

If necessary, the Commissioner is hereby authorized in this, 

concurrent, and future replies, to charge payment or credit any 
overpayment to Deposit Account No. 02-2448 for any additional fee 
required under 37 C.F.R. §§ 1.16 or 1.17; particularly, extension 
of time fees. 



Respectfully submitted. 



BIRCH, 




By. 



Andrew D. Meikle, #32,868 



ADM/csm 
3885-0102P 



P.O. Box 747 

Falls Church, VA 22040-0747 
(703) 205-8000 



Attachment (s) 



(Rev. 04/30/03) 
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CONFIRMATION NO.: 



NO 
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MS PETITION 

PATENT 
3885-0102P 



IN THE U.S. PATENT AND TRADEMARK OFFICE 



Applicant 



Hisashi YAMADA et al . 



Conf . : 



2551 



Appl . No. 



10/046,739 



Group : 



2814 



Filed: 



January 17, 2002 



Examiner : H . TRINH 



For: 



THIN- FILM CRYSTAL WAFER HAVING PN 
JUNCTION AND METHOD FOR FABRICATING THE 
WAFER 



SECOND SUBMISSION OF PETITION UNDER 37 C.F.R. § 1.181 
TO WITHDRAW THE HOLDING OF ABAITOONMENT 



MS PETITION 

Handcarry: Crystal Plaza 4 

Commissioner for Patents NOV 25 20lB 

P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

In response to the Notice of Abandonment dated July 28, 
2003, applicant hereby respectfully submits for the second time a 
petition under the provisions of 37 C.F.R. § 1.181 and MPEP § 
711.03(c) for a decision to withdraw the holding of abandonment 
due to failure to receive an Office Action. 

The Notice of Abandonment dated July 28, 2003 indicates that 
this application was abandoned in view of the applicant's failure 
to respond to an Office Action mailed on November 20, 2002. 
However, this Office Action was never received by the offices of 
the undersigned, and a search of the file jacket for the present 
application and the firm docketing records reveals that the 
Office Action of November 20, 2002 was never received. The 




Appl. No. 10/046,739 

offices of the undersigned did not become aware of the Office 
Action until advised of the holding of abandonment. 

The fact that the Office Action of November 20, 2002 was 
never received in the offices of Birch, Stewart, Kolasch & Birch, 
LLP is evidenced by Exhibits I, II, and III attached hereto. 

Exhibit I is a copy of the front page of the file jacket of 
Appl. No. 10/046,739 (which corresponds to Attorney Docket 
No. 3885-0102P) . It is the policy in our office to record 
all information regarding Office Actions and responses on 
the front page of the file jacket. As the Petitions Examiner 
will note, there is no entry for the Office Action dated 
November 20, 2 002 on the front page of the file jacket of 
the above -referenced application. 

Exhibit II is a copy of the computer-generated daily docket 
sheet of Birch, Stewart, Kolasch & Birch, LLP for the date 
of February 20, 2003 (the due date for said Office Action), 
containing entries made by our Docketing Department of due 
dates in response to PTO actions. It is the policy of our 
offices to docket all due dates for Office Actions received 
from the USPTO into our computer docketing system. 

Although Application Numbers, Titles, Client Names, and 
Inventor Names have been redacted from this Exhibit to avoid 
public disclosure of these matters once the present 
application is patented, it is still clear that there is no 
entry for the due date of February 20, 2003 which 
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Appl. No. 10/046,739 
corresponds to the current application. Attorney Docket No. 
3885-0102P. 

Exhibit III is a copy of the manual docket book of Birch, 
Stewart, Kolasch & Birch, LLP for the due date of February 
20, 2003. It is the policy of our offices to docket all due 
dates for Office Actions received from the USPTO into our 
manual docketing book. 

Although Application Numbers and Inventors Names have 
been redacted from this exhibit to avoid public disclosure 
of these matters once the present application is patented, 
there is no entry for the due date for the above -referenced 
Attorney Docket No. 3885-0102P. 

The undersigned certifies that he has reviewed the computer- 
generated daily docket sheets and the manual docket book for the 
due date of February 20, 2 0 03 and did not locate an entry that 
corresponds to Appl. No. 10/046,739 to inventors Hisashi YAMADA 
et al. 

Also enclosed is a date-stamped receipt of our first 
submission of this Petition and evidence to the USPTO. 

In view of the above-described facts, it is respectfully 
submitted that the abandonment of the present application was 
unavoidable and due solely to problems with mailing of an Office 
Action since the Office Action dated November 20, 2002 was never 
received in the offices of Birch, Stewart, Kolasch and Birch. The 
present Petition is timely filed for this purpose. 
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Since the above-mentioned Office Action was never received 
in the offices of the undersigned, it is believed that no 
petition fee is necessary in connection with this Petition. 

If necessary, the Commissioner is hereby authorized in this, 
concurrent, and future replies, to charge payment or credit any 
overpayment to Deposit Account No. 02-244 8 for any additional fee 
required under 37 C.F.R. §§ 1.16 or 1.17; particularly, extension 
of time fees. 



Respectfully submitted. 



BIRCH, STEWART, KOLASCH & BIRCH, LLP 




Andrew D. Meikle, #32,868 



ADM/ csm 
3885-0102P 



P.O. Box 74 7 

Falls Church, VA 22040-0747 
(703) 205-8000 



Attachment (s) 
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Commissioner for Patent 
United States Patent and Trademark Offic 



Andrew D. Meikle 

BIRCH STEWART KOLASCH & BIRCH 
PO BOX 747 

FALLS CHURCH, VA 22040-0747 



In re Application of: 

Yamada, et al. 

Application No. 10/046,739 

Filed: January 17, 2002 

For: THIN-FILM CRYSTAL WAFER 

HAVING PN JUNCTION AND 

METHOD FOR FABRICATING THE 

WAFER 



Paper No. 



JUL 2 2 2004 



DECISION ON PETITION TO 
WITHDRAW HOLDING OF 
ABANDONMENT 



BY 

DO.. -iiMG 



This is a decision on the petition filed on August 20, 2003, to withdraw the holding of 
abandonment of the above-identified application. A petition fee is not required. 

The petition is granted. 

Petitioner asserts that the Office action of November 20, 2002, was not received. The petition 
included a statement from the practitioner that the undersigned made a complete search of the file 
jacket and docketing records to estabhsh non-receipt of the Office action. In addition, the petition 
included a copy of the docket records of the practitioner where the non-received Office action 
would have been entered had it been received by the practitioner. 

A review of the written record indicates no irregularity in the mailing of the Office action, and in 
the absence of any irregularity there is a strong presumption that the Office action was properly 
mailed to practitioner at the address of record. This presumption may be overcome by a showing 
that the Office action was not in fact received. The showing required to estabhsh the failure to 
receive an Office action must include a statement from the practitioner stating that the Office 
action was not received by the practitioner and attesting to the fact that a search of the file jacket 
and docket records indicates that the Office action was not pceived. A copy of the docket record 
where the non-received Office action would have been enteredyg^een i^oeiv^d and docketed 
must be attached to and referenced in practitioner's statement. 5ee "Withdrawing the Holding of 
Abandonment When Office Actions Are Not Received" llsJBffi^ (^^S3 (November 16 
1993) andM.P.E.P.' 711.03(c). ^'^^ 




Application No. 1 01046, 73 b 

Decision on Petition to Withdraw l-iolding of Abandonment 



Page -2- 



The petition satisfies the above-stated requirements. Accordingly, the apphcation was not 
abandoned in fact. 

For the above stated reason, the petition is granted. The Notice of Abandonment is hereby vacated 
and the holding of abandonment withdrawn. The application is restored to pending status. 

The application file is being forwarded to the Technology Center 2800 support staff for re-mailing 
of the November 20, 2002, Office action. The statutory periods for response set therein will be 
reset to run three months from the date the Office action is re-mailed. 

The $130.00 petition fee charged to apphcant's account will be credited to applicant's deposit 
account no. 02-2448. 

Mquiries regarding this decision should be directed to Lissi Mojica Marquis at (571) 272-1596. 




"Sharon A. Gibson, J^irector 
Technology Center 2800 
Semiconductors, Electrical and Optical 
Systems and Components 



PATENT 
3885-0102P 



IN THE U.S. PATENT AND TRADEMARK OFFICE 

Applicant: Hisashi YAMADA et al . Conf.: 2551 

Appl. No.: 10/046,739 Group: 2814 

Filed: January 17, 2002 Examiner: HOA B. TRINH 

For: THIN- FILM CRYSTAL WAFER HAVING PN 

JUNCTION AND METHOD FOR FABRICATING THE 
WAFER 

STATUS INQUIRY 

Commissioner for Patents 2 POOR 

P.O. Box 1450 " " " 

Alexandria, VA 22313-1450 



Please advise the undersigned as to the status of the above- 
identified application as follows: 

Status of Office Action 

A duplicate copy of the present Status Inquiry is attached 
hereto. It is respectfully requested that the duplicate copy be 
marked appropriately to indicate the status of the above- 
identified application and returned to the undersigned as soon as 
possible . 

Please call the undersigned if there are any questions with 
regard to the present request . 

Respectfully submitted, 

BIRCH, STEWAj^T, KOLASCH & BIRCH, LLP 

By /U^ 

Ancxfew D 



Meikle, #32,868 
P.O. Box 747 

ADM/bsh Falls Church, VA 22040-0747 

3885-0102P (703) 205-8000 



□ 


Awaiting Action from Patent Office Examiner 
Date for Action is: 


- Expected 


□ 


Awaiting Decision by Board of Appeals. 




□ 


Application allowed on | 




□ 


Abandoned per 1 


m 


□ 


Other 1 
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UNITED States Patent and trademark Office 



Comtnissioner for Patents 
s Patent and Tradetnaik Office 
P.O. Box 1450 
Atejcandria. VA 22313-1450 



Fax Cover Sheet 



Date: 04Apr2005 


To: Mr. Andrew MeiWe 


FronKVikkiKTrinh 


Applhaticin/Cotdrol Number: (0/046,739 


Art UnH: 2814 


FaxNcu 70S-20&-8050 


Phone Noh: 571-272-1719 


Voice NcM (703) 20&«000 


Return Fax No: p71) 273-1719 




R« 


CC! 



□ Ui^ □ ForRevlew □ ForComment □ For Reply ^ Per Your Request 



Comments! 

Enclosed is a copy of a new Notice of Abandonment, which will be sent to you, and a copy of the Office Action 
sent on JUly 23, 2004. 



Number off p^es _ im Juding this page 




STATEMENT OF CONFIDENTIALITY 

This facsimile transmission is a i Oflicial U.S. Government document wliicli may contain infomiation which is privileged and 
confidential. It is intended only or use of the recipient named above. If you are not the intended recipient, any dissemination, 
distribution or copying of this < ooument is strictly prohibited. If this document is received in error, you are requested to 
immediately notify the sender at the above indicated tdephone number and return the entire document in an envelope 



Commissioner for Patents 
P.O. Box 1450 

Aipvandria \/A 97.'^1?l-14.Sn 



EXHIBIT 



I21002 



Notice ofAbandoni nent 



Application No. 
10/046.739 



Examiner 
Vikkl H. Trinh 



Appiicant{s) 
YAMADAETAL 



Art Unit 
2814 



The MAIUNG DATE of this communication appears on the cover sheet with the correspondence address- 
This application Is abandoned in view of 

1 . m Applicant's failure to timely file a pr .per reply to the Office letter mailed on 23 July 2004 . vnir„tinn nf th« 
S) D A reply was received on with a Certificate of Mailing or Transmission dated ). which is after the expiration of the 

period for reply (including a tota extension of time of month(s)) which expired on . 

(b) □ A proposed reply was received sn but it does not constitute a proper reply under 37 CFR 1.113 (a) to the final rejection, 

(A proper reply under 37 CFR 1 1 13 to a final rejection consists only of: (1) a timely filed amendment which places the 
application in condition for allov ance; (2) a timely filed Notice of Appeal (with appeal fee); or (3) a timely filed Request for 
Continued Examination (RCE) i t compliance with 37 CFR 1.114). 

(c) □ A reply was received on but it does not constitute a proper reply, or a bona fide attempt at a proper reply, to the non- 

final rejection. See 37 CFR I.S 5(a) and 1.1 11. {See explanation in box 7 below). 

(d) M i^o reply has been received. 

2. □ Applicant's failure to timely pay th< required issue fee and publication fee, if applicable, within the statutory period of three months 

from the mailing date of the Notice of Allowance {PTOL-85). 

(a) □ The issue fee and publication fee, if applicable, was received on (with a Certificate of Mailing or Transmission dated 

), which is alter the expif ation of the statutory period for payment of the issue fee (and publication fee) set in the Notice of 

Allowance (PTOL-85). 

(b) □ The submitted fee of $ i; insufficient A balance of $ is due. 

The issue fee required by 37 CFR 1.18 is $ . The publication fee, if required by 37 CFR 1.18(d), is $ . 

(c) □ The issue fee and publication 1 se, if applicable, has not been received. 

3. n Applicant's failure to timely file cor ected drawings as required by, and within the three-month period set in, the Notice of 

Allowability (PTO-37). 

(a) □ Proposed corrected drawings vere received on (with a Certificate of Mailing or Transmission dated ). which is 

after the expiration of the peric d for reply. 

(b) □ No corrected drawings have b sen received. 

4. □ The letter of express abandonme it which is signed by the attorney or agent of record, the assignee of the entire interest, or all of 

the applicants. 

5. □ The letter of express abandonme it which is signed by an attorney or agent (acting in a representative capacity under 37 CFR 

1.34(a)) upon the filing of a contir uing application. 

6. □ The decision by the Board of Pat mt Appeals and Interference rendered on and because the period for seeking court review 

of the decision has expired and there are no allowed claims. 

7. M The reason(s) below. 

There was no reply to the Offi De Action sent on July 23, 2004. A status of inquiry from the attorney of record was 
received in the file after six m )nths from the date of the Office AcUon. 



Petitions to revive under 37 CFR 1 .1 37(a) ,r (b), or requests to withdraw ttie holding of abandonment under 37 CFR 1 .1 81 . should be promptly filed to 

minimize any negative effects on patent tei nri. ■ 

PTO W 432 ("04-01? Notice of Abandonment Part of Paper No. 0405 
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United State: Patent and Trademark Office 



UKIT1ED STATES 



IT OF COMMERCE 

— aurk Omtt 

Adfetc COMMISSIONER FOR PATEhfTS 
P.O.BOIM50 



FIRST NAMED WVEOTOR 



I ATTORNEY DOCKET NO. 1 CONFIRMATION NO. 



10/046,739' 



01/17/; 302 



2292 7390 ff/ZWOM 

BIRCH STEWART KOI ASCH & BIRCH 
PO BOX 747 

FALLS CHURCH. VA Z 040-0747 



DA-re MAILEtk 07/23/2004 



Please find below and/or atta ;hed an Office communication concerning this application or proceeding. 



■ { 



PTO-90C (Rev. \my) 
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Office Action Si immary 



Application No. 

10/046,739 



Vikki H Trinh 



Applic3nt(s) 
YAMADAET AL 



Art Unit 
2814 



The MAILING DATE oJ this communication appears on the cover sheet with the correspondence address - 

Period for Reply 

A SHORTENED STATUTOF Y PERIOD FOR REPLY IS SET TO EXPIRE 1 MONTH{S) FROM 
THE MAILING DATE OF THS COMMUNICATION. kk..- >n. 

- Extensions of time may be availabteu idefthepro»fe!ons«rf37CFR 1.136(a). In no event, however, msys reply be timely filed 

PafliifB In mniv wiUlin lha sat Of exien led oeriod for wply wBI. by statute, cause ttw application (□ becom* ABANI30NED <35 U.S.C. $ 139). 
: AnSreffiylheSifeC^ 
earned patent term adjustment See ! 7 CFR 1.704(b). 
Status 

1 )□ Responsive to comm inication(s) filed on . 

2a)D This action is FINAL 2b)n This action is non-final. 

3) D Since this appHcattor is in condition for allowance except for fonmal matters, prosecution as to the merits is 

closed in accordance with the pracBce under Ex parfe Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) 13 Claim(s) Ml is/are p ending in the application. 

4a) Of the above dairr (s) is/are withdrawn from consideration. 

5) D Claim{s) is/are allowed. 

6) D Claim(s) Is/are rejected. 

?)□ Claim(s) is/are objected to. 

8) S Claim(s) Ml are sut iect to restriction and/or election requirement. 
Application Papers 

9) D The specification is ob ected to by the Examiner. 

1 0) P The drawing(s) filed oi . is/are: a)D accepted or b}D objected to by the Examiner. 

Applicant may not req lestthat any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a}. 

1 1) D The proposed drawing correction filed on is: a)D approved b)^ disapproved fay the Examiner. 

If approved, con-ected drawings are required in reply to this Office acBon. 

12) 0 The oath or declaratio i is objected to by the Examiner. 
Priority under 35 U.S.C, §§ 1' 9 and 120 

1 3) !a Acknowledgment is r tade of a claim for foreign priority under 35 U.S.C. § 1 1 9{a)-(d) or (0- 

a)iaAII b)D Some*i )D None of: 

1 M Certified copie > of the priority documents have been received. 

2. D Certified copie s of the priority documents have been received in Application No. . 

3. D Copies of the ■ certified copies of the priority documents have been received in this National Stage 

applicatior from the International Bureau (PCT Rule 17.2(a)). 
* See the attached deta led Office action for a list of the certified copies not received. 

14) D Acknowledgment ts m Jde of a daim for domestic priority under 35 U.S.C. § 119(e) Oo a provisional application). 

a) □ The translation c f the foreign language provisional application has been received. 

15) D Acknowledgment is rr sde of a daim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attacl)ment(5) 

1) □ Notice or Referwces Cited (PT 0-892) 4) □ <n«efview Summary (PTO-413) Paper No(s). . 

2) □ Notice of Orateperson's Patent Drawing Review (PTO-948) 5) Q Notice of infomial Patent Application (PTO-152) 

3) □information Disclosure Slatem<nl(s)(PTO-l449) Paper No{s) . 6)U OHier: 

Office Action summary '. Perl of Paper No. 6 
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Application/Control Ni mber: 10/046,739 Page 2 

Art Unit: 2814 

DETAILED ACTION 



ElecUon/Restrictions 

1 . Restriction to c ne of the followmg inventions is required under 35 U.S.C. 121: 
L Claims 1-5, drawn to a device, classified in class 257, subclass 565. 

E. Claims 5-11, drawn to a method, classified in class 43 8, subclass 500+. 
The inventions are dis inct, each from the other because of the following reasons: 

2. Inventions I ar d 11 are related as process of making and product made. The inventions 
are distinct if either oi both of the following can be shown: (1) that the process as claimed can be 
used to make other an i materially different product or (2) that the product as claimed can be 
made by another and : naterially different process (MPEP § 806.05(f)). In the instant case the 
method can be used ts ■ make by another materially different product such as an LED display 
device . 

3 . Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the nt as shown by their different classificjation, restriction for exaraiMtion 
purposes as indicated is proper. 

Applicant is a Jvised that the reply to this requirement to be complete must include an 
election of the invent .on to be examined even though the requirement be traversed (37 CFR 
1.143). 

4. Applicant is i eminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the 
currently named invf ntors is no longer an mventor of at least one claim remainbg in the 
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Application/Control Nitnber; 10/046,739 
Art Unit: 2814 



appUcation. Any amen Iment of inventorship must be accompanied by a request under 37 CFK 
1 .48(b) and by the fee equired under 37 CFR 1 . 17(i). 



Any inquiry cc acerning this communication or earlier communications from the 
Examiner should be di rected to Vikki Trinh whose telephone number is (703) 308-8238. The 
Examiner can normall/ be reached Mon-Tuesday, Thurs-Friday, 7:30 AM - 6:00 PMEastern 
Time. If attempts to r ;ach the examiner by telephone are unsuccessful, the Examiner's 
supervisor. Mr. Wael ^ahmy, can be«ached at (703) 308-4918. General inquiries relating to the 
status of this applicati >n should be directed to the Group receptionist at (703) 308-0858. The fax 
number is (703) 308-: 708. 

Vikki Trinh, 
Patent Exanuner 
AU2814 

November 17, 2002 
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2814 
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Examiner: H. TRINH 
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PETITION UNDER 37 C.F.R. § 1.181 
TO WITHDRAW THE HOLDING OF ABANDONMENT 



MS PETITION 

Commissioner for Patents May 4 2005 

P.O. Box 1450 ' 
Alexandria, VA 22313-1450 

Sir: 

In response to the Notice of Abandonment dated April 4, 
2005, applicant hereby respectfully petitions under the 
provisions of 37 C.F.R. § 1.181 and MPEP § 711.03(c) for a 
decision to withdraw the holding of abandonment due to failure to 
receive an Office Action. 

The Notice of Abandonment dated April 4, 2005, indicates 
that this application was abandoned in view of the applicant's 
failure to respond to an Office Action dated July 23, 2004. 

However, this Office Action was never received by the 
offices of the undersigned, and a search of the file jacket for 
the present application and the firm docketing records reveals 
that the Office Action of July 23, 2004 was never received. The 
offices of the undersigned did not become aware of the Office 
Action until advised of the holding of abandonment. 



Appl. No. 10/046,739 

1. EVIDENCE 

The fact that the Office Action of July 23, 2004 was never 
received in the offices of Birch, Stewart, Kolasch & Birch, LLP 
is evidenced by Exhibits I and II attached hereto. 

Exhibit I is a copy of the front page of the file 
jacket of Appl. No. 10/046,739 (which corresponds to 
Attorney Docket No. 3885-0102P) . It is the policy in our 

office to record all information regarding Office Actions 
and responses on the front page of the file jacket. As the 
Petitions Examiner will note, there is no entry for the 
Office Action dated July 23, 2004 on the front page of the 
file jacket of the above-referenced application. 

Exhibit II is a copy of the computer-generated daily 
docket sheet (s) of Birch, Stewart, Kolasch & Birch, LLP for 
the date of August 21, 2004 through August 23, 2004 (the due 
date for said Office Action) , containing entries made by our 
Docketing Department of due dates in response to PTO 
actions. It is the policy of our offices to docket all due 
dates for Office Actions received from the USPTO into our 
computer docketing system. 

Although Application Numbers, and Client Names, have 
been redacted from this Exhibit to avoid public disclosure 
of these matters once the present application is patented, 
it is still clear that there is no entry for the due date of 
August 23, 2004 which corresponds to the current 
application. Attorney Docket No. 3885-0102P. 
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Appl. No. 10/046,739 

The undersigned certifies that he has reviewed the 
computer-generated daily docket sheets for the due date of 
August 23, 2004 and did not locate an entry that corresponds 
to Appl. No. 10/046,739 to inventors Hisashi YAMADA et al . . 

2. TERMINAL DISCLAIMER 

lEl The present application was filed on or after May 29, 
2000. Accordingly, no Terminal Disclaimer is necessary. 
It is noted that the present Petition is being timely 
filed within two (2) months of the mailing date of the 
Notice of Abandonment. Accordingly, no reduction in 
patent term adjustment should be made, in accordance 
with the provisions of 37 C.F.R. § 1.704(c)(4). 

□ The present application was filed on or after June 8, 
1995 but before May 29, 2000. The present Petition is 
being timely filed within two (2) months of the mailing 
date of the Notice of Abandonment. Accordingly, no 
Terminal Disclaimer under 37 C.F.R. § 1.321(a) is 
necessary. See MPEP § 711.03(c). 

□ The present application was filed on or after June 8, 
1995 but before May 29, 2000. The present Petition is 
being filed more than two (2) months from the mailing 
date of the Notice of Abandonment. Accordingly, a 
Terminal Disclaimer under 37 C.F.R. § 1.321(a) and the 
required fee set forth in 37 C.F.R. § 1.20(d) are being 
submitted concurrently herewith. The period being 
disclaimed is equivalent to the period between (1) the 
date that is two months after the mail date of the 
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notice of abandonment and (2) the filing date of the 
present petition to withdraw the holding of 
abandonment. See MPEP § 711.03(c). 

In view of the above-described facts, it is respectfully 
submitted that the abandonment of the present application was 
unavoidable and due solely to problems with mailing of an Office 
Action since the Office Action dated July 23, 2004 was never 
received in the offices of Birch, Stewart, Kolasch & Birch, LLP. 
The present Petition is timely filed for this purpose. 

Since the above-mentioned Office Action was never received 
in the offices of the undersigned, it is believed that no 
petition fee is necessary in connection with this Petition. 

Previous Petition Granted 

Also enclosed is a Decision on Petition dated July 22, 2004, 
which granted a previous Petition to Withdraw Holding of 
Abandonment filed originally on August 20, 2003. Again, the 
reason was that the Office Action was not received. It is not 
understood why this is the case. However, it is noted that the 
most recent cover sheet for the Notice of Abandonment and Office 
Action which was faxed on April 4, 2005, includes a "white 
streak" which appears to remove one of the digits from the zip 
code of the address. Perhaps this has prevented the document 
from being delivered to our offices. As a final note, we receive 
about 4 0 pieces of mail from the USPTO each day, and we have not 
had any problems like the present situation in which the failure 
to receive a piece of mail occurred a second time. 
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Enclosed Reply to Office Action 

Since applicants have now received via facsimile the Office 
Action, i.e., the Restriction Requirement, a Reply to Restriction 
Requirement has been prepared and is enclosed herewith. 

If necessary, the Commissioner is hereby authorized in this, 

concurrent, and future replies, to charge payment or credit any 
overpayment to Deposit Account No. 02-2448 for any additional fee 
required under 37 C.F.R. §§ 1.16 or 1.17; particularly, extension 
of time fees. 



Attachments : 

Exhibit I - Copy of File Jacket 
Exhibit II - Copy of Docket Sheet 
Copy of Decision on Petition 
Copy of Office Action 
Reply to Restriction Requirement 



Respectfully submitted. 




ADM : gmh 



P.O. Box 747 

Falls Church, VA 22040-0747 
(703) 205-8000 
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Umted States Patisnt aito Teademark Office 



United States Patent ai 



Trademark Offic 

P.O. Box I 450 



Andrew D. Meikle 

BIRCH STEWART KOLASCH & BIRCH 
PO BOX 747 

FALLS CHURCH, VA 22040-0747 



In re Application of: 

Yamada, et al. 

Application No. 10/046,739 

Filed: January 17, 2002 

For: THIN-FILM CRYSTAL WAFER 

HAVING PN JUNCTION AND 

METHOD FOR FABRICATING THE 

WAFER 



Paper No. 



^tiL 2 2 2004 



DECISION ON PETITION TO 
WITHDRAW HOLDING OF 
ABANDONMENT 



This is a decision on the petition filed on August 20, 2003, to withdraw the holding of 
abandonment of the above-identified application. A petition fee is not required. 

The petition is granted. 

Petitioner asserts that the Office action of November 20, 2002, was not received. The petition 
mcluded a statement fi-om the practitioner that the undersigned made a complete search of the file 
jacket and docketmg records to estabhsh non-receipt of the Office action. In addition the petition 
mcluded a copy of the docket records of the practitioner where the non-received Office action 
would have been entered had it been received by the practitioner. 

A review of the written record indicates no irregularity in the mailing of the Office action and in 
the absence of any uregularity there is a strong presumption that the Office action was properly 
mailed to practitioner at the address of record. This presumption may be overcome by a showing 
that the Office action was not in fact received. The showing required to establish the failure to 
receive an Office action must include a statement firom the practitioner stating that the Office 
action was not received by the practitioner and attesting to the fact that a search of the file jacket 
and docket records indicates that the Office action was not received. A copy of the docket record 
where the non-received Office action would have been entered h&l it been received and docketed 
must be attached to and referenced in practitioner's statement. See "Withdrawing the Holding of 
Abandonment When Office Actions Are Not Received" 1 IsiOfSm Gazette 53 (November 16 



Application No. i 01046,73^ 

Decision on Petition to Withdraw l-lolding of Abandonment 



Page -2- 



The petition satisfies the above-stated requirements. Accordingly, the application was not 
abandoned in fact. 

For the above stated reason, the petition is granted. The Notice of Abandonment is hereby vacated 
and the holding of abandonment withdrawn. The application is restored to pending status. 

The application file is being forwarded to the Technology Center 2800 support staff for re-mailing 
of the November 20, 2002, Office action. The statutory periods for response set therein will be 
reset to run three months from the date the Office action is re-mailed. 

The $130.00 petition fee charged to apphcant's account will be credited to applicant's deposit 
account no. 02-2448. 

Inquiries regarding this decision should be directed to Lissi Mojica Marquis at (571) 272-1596. 




Technology Center 2800 
Semiconductors, Electrical and Optical 
Systems and Components 
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United States Pateot and trademark Office 



Commissioner for Patents 
United States Patent and Trademaric Office 
P.O. Box 1450 
Alexandria, VA 22313-1450 



Fax Cover Sheet 



Date: 04Apr2005 


T« Mr. Andrew Makle 


FronKVikkiKTrinll 


Application^ConfroI NumbeK iO/CM6,739 


Art Unit: 2814 


Fax No.: 70S-20S«050 


Phone No.: 571-272-1719 


Voice Mo.: (703) 205^000 


Return Fax Nas (571)273-1719 


Ret 


CC: 



□ urgent □ For Review □ ForComment □ ForReply |E! Per Your Request 



Enclosed is a copy of a new Notice of Abandonment, wiiich will be sent to you. and a copy of the Office AcUon 
sent on JUly 23, 2004. 



Number of pages _ Ira Juding this page 



STATEMENT OF CONFIDENTIALITY 

This facsimile transmission is a i Official U.S. Government document which may contain infomiation which is privileged and 
confidential It is intended only ■ or use of the recipient named above. If you are not the intended reapient. any disseminaton, 
distribution or copying of this < ocument is strictly prohibited. If this document is received in error, you are requested to 
immediately notify the sender at the above indicated telephone number and return the entire document in an envelope 
addressed to: 

Commissioner for Patents 

P.O. Box 1450 
AlBYanriria VA 7731/t-1<l.'in 
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United State: Patent and Trademark QpncE 



UNITED STATES DEPARTMENT OF COMMERCE i 1 

ir«M^ ami Tr»«em»rli ""i" - * 



FIRST NAMED WVEMTOR 



I ATTORNEV DOCKET Na I CONFIRMATION NO. 



10/046,739 



01/17/: 302 



2292 7590 )7/2m(J04 

BIRCH STEWART KOI ASCH & BIRCH 
PO BOX 747 

FALLS CHURCH. VA Z 040-0747 



TWNH,HOAI 



DATE MAILED: 07/23fl(KM 



Please find below and/or atta Jhed an Office commmication concerning this application or proceeding. 



PTO-90C {Rev. 10/OJ) 
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Office Action Sunimary 



Application No, 
10/046,739 
Examiner 
Vikki H Trinh 



Applic3nt(s) 
YAMADAETAL 
Art Unit 
2814 



The illASUNG DATE oi this communication appears on Oie cover sheet with the correspondence address - 

Period for Reply 

A SHORTENED STATUTOF Y PERIOD FOR REPLY IS SET TO EXPIRE 1 MONTH(S) FROM 
THE MAILING DATE OF TH S COMMUNICATION. , k , n . 

. Extensions □( lime may be available <i ider Ihe provisions of 37 CFR 1.136(a). In noeveni, however, mays reply be timely filed 

aner SIX (6) MONTHS from the mailir ) date of this communicallon, -v ^b_.i„ 

- l( the oeriod for reply epecKed above i less than thirty (30) days, a fepV«ilhinthe.stalulorymmimum of thirty (30) days Vflll be core^^^ 

: SS^eTod or rt^y&ifled abc e, the maximum l^^JifoMm^ppi^^r^lyo^ "^.^I^'noMPn n s'r*' '^^^ <"'«>'"'""««»«• 

- Failure lo reply wimin the set or exter. ted period for reply will, by slalute, cause »t» appficalion to l«icomB ABANDONED (3S as.C. § 133). 

- Any reply reeled by the ORice later ^ lan three months alter the mallins dale of Ihfs communlDalK,n. even .f timely filed, may redaoe any- 
earned patent term adjustment. See : 7 CFR 1.70<l(b). 

Status 

1 )0 Responsive to comm jnication(s) filed on . 

2a)D This action is FINAL 2b)n This action is non-final 

3) n Since this applicatior is in condition for allowance except for fonnal matters, prosecution as to the merits is 

dosed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) 13 Claim(s) jzU is/are f ending in the application. 

4a) Of the above clain (s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) D Claim{s) is/are rejected. 

?)□ Claim(s) is/are objected to. 

8) 13 Claim(s) hU are sufc iect to restriction and/or election requirement. 
Application Papers 

9) 0 The specificalion is ot^ ected to by the Examiner. 

1 0) P The drawing{s) filed oi . is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not req lestthat any objection to the drawlng(s) be held In abeyance. See 37 CFR 1.B5{a). 

1 1) D The proposed drawing correction filed on is: a)D approved b)^ disapproved by the Examiner. 

If approved, con-ected drawings are required in reply to this Office acBon. 

12) 0 The oath or dedaratio i is objected to by the Examiner. 
Priority under 35 U.S.C. §§13 and 120 

1 3) S Acknowledgment is r lade of a claim forforeign priottty under 35 U.S.C. § 1 19{a)-{d) or (0. 

a)[3All b)D Some*i )D None of: 

1 .13 Certified copie ; of the priority documents have been received. 

2. D Certified copie s of the priority documents have been received in Application No. . 

3. D Copies of the < srlified copies of the priority documents have been received in this National Stage 

applicatior from the international Bureau (PCT Rule 17.2(a)). 
' See the attached deta led Office aclion for a list of the certified copies not received. 

1 4) D Acknowledgment is m Jde of a datm for domestic priority under 35 U.S.C. § 1 1 9(e) (lo a provisional application). 

a) □ The translation c f the foreign language pro\flSional appfication has been received. 

15) D Acknowledgment is n- ade of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 

Attschment(s) 

1) □ NotiM of References CHed (PT >692) 4) □ Interview Summary (PTO-413) Paper No(s). . 

2) □ Notice of Orafispeison's Patent Drawing Review (PTO-94S) 5)D Notice oflnfomial Patent Application (PTO-1 52) 

3) □ Information Disclosure Slatemt nt(s) (PTO-1449) Paper No(s) . 6) □ Otfier: 

Office Action Summary Psrt of Paper No. 6 
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DETAILED ACTION 



Election/Restrictions 



1 . Restriction to c ne of the followmg inventions is required under 3 5 U.S.C. 1 2 1 : 

I. Claims 1-5, drawn to a device, classified in class 257, subclass 565. 

II. Claims 5-11, drawn to a method, classified in class 438, subclass 500+. 
The inventions are dis inct, each from the other because of the following reasons: 

2. Inventions I ar d H are related as process of making and product made. The inventions 
are distinct if either oi both of the followmg can be shown: (1) that the process as claimed can 
used to make other an i materially different product or (2) that the product as claimed can be 
made by another and : naterially different process O^EP § 806.05(f)). In the instant case the 
method can be used ti • make by another materially different product such as an LED display 



3 Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the irt as shown by their different cIassifi<»tion, restriction for examination 
purposes as indicated is proper. 

Applicant is a ivised that the reply to this requirement to be complete must include an 
election of the inveni .on to be examined even though the requu-ement be traversed (37 CFR 
1.143). 

4. Applicant is i eminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the 
currently named invi ntors is no longer an inventor of at least one claim remaining in the 



device . 
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' Application/Control Ni mber: 10/046,739 Page 3 

Art Unit: 2814 

applicatioQ. Any amen Iraent of inventorship must be accompanied by a request under 37 CFR 
1 .48(b) and by the fee equired under 37 CFR 1 . 17(i). 

Any iaquiry cc acerning this communication or earlier communications from the 
Examiner should be di rected to Vikki Trinh whose telephone number is (703) 308-8238. The 
Examiner can normall / be reached Mon-Tuesday, Thurs-Friday, 7:30 AM - 6:00 PM Eastern 
Time. If attempts to r sach the examiner by telephone are unsuccessful, the Examiner's 
supervisor, Mr. Wael ?ahmy, can be reached at (703) 308-4918. General inquiries relating to the 
status of this appUcati )n should be directed to the Group receptionist at (703) 308-0858. The fax 
number is (703) 308-: 708. 

Vikki Trinh, 
Patent Examiner 
AU2814 

November 17, 2002 
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Notice ofAbandomnent 



Application No. 
10/046.739 


Applicant(s) 
YAMADAETAL. 


Examiner 
Vikki H. Trinh 


Art Unit 
2814 





..The MAILING DATE of this communication appears on the cover sheet with the correspondence address-^ 

This application is abandoned in view of 

1. , , .^r.,- ,-=^1., tr> 4ho nffir-o IMor mailed on 23 Julv 2004. 

which Is after the expiration of the 



!a Applicant's failure to timely file a pr .per reply to the Office letter mailed on 23 July 2004 . 

(a) □ A reply was received on with a Certificate of Mailing or Transmission dated _ 

period for reply (including a tota extension of time of _ 



month(s)) which expired on . 

(b) □ A proposed reply was received Dn but it does not constitute a proper reply under 37 CFR 1.113 (a) to the final rejection. 

fA proper reply under 37 CFR 1 1 13 to a final rejection consists only of: (1) a timely filed amendment which places the 

LppSnTcondln for allov. ance; (2) a timely ^ 

Continued Examination (RCE) i i compliance with 37 CFR 1.114). 

(c) □ A reply was received on but it does not constitute a proper reply, or a bona fide attempt at a proper reply, to the non- 

final rejection. See 37 CFR 1.E5(a) and 1.111. (See explanation in box 7 below). 

(d) El No reply has been received. 

2. □ Applicant's failure to timely pay thi required issue fee and publication fee. if applicable, within the statutory period of three months 

from the mailing date of the Notice of Allowance (PTOL-85). 

(a) □ The issue fee and publication fee. if applicable, was received on (With a Certificate °f ^^"^"gf Tra"sniiS8io^^^^^^^^ 

^ ' ), which is after the expir rtion of the statutory period for payment of the issue fee (and publication fee) set in the Notice o 

Allowance {PTOL-85). 

(b) □ The submitted fee of $ ii insufficient A balance of $ is due. 

The issue fee required by 37 CFR 1.18 is $ . The publication fee, if required by 37 CFR 1.18(d), is $ 

(c) □ The issue fee and publication 1 se, if applicable, has not been received. 

3. n Applicant's failure to timely file cor ected drawings as required by. and within the three-month period set in, the Notice of 

Allowability (PTO-37). 

(a) □ Proposed corrected drawings vers received on (with a Certificate of Mailing or Transmission dated ). which is 

after the expiration of the peric d for reply. 

(b) □ No corrected drawings have b jen received. 

4. □ The letter of express abandonme it which is signed by the attorney or agent of record, the assignee of the entire interest, or all of 

the applicants. 

5. □ The letter of express abandonme it which Is signed by an attomey or agent (acting in a representative capacity under 37 CFR 

1 .34(a)) upon the filing of a contir uing application. 



6. □ The decision by the Board of Pat snt Appeals and Interference rendered on _ 
of the decision has expired and there are no allowed claims. 



3 The reason{s) below 



_ and because the period for seeking court review 



There was no reply to the Office Action sent on July 23, 2004. A status of inquiry from the attomey of record was 
received In the file after six m )nths from the date of the Office Action. 



Petitions to revive under 37 CFR 1 .137(a) .r (b), or requests to withdraw the holding of abandonment under 37 CFR 1 .1 81 , should be promptly filed to 
minimize any negative effects on patent te; m. . 



PTOL-1432 (Rev. 04-01) 



Notice of Abandonment 



Part of Paper No. 0405 



PATENT 
3885-0102P 



IN THE U.S. PATENT AND TRADEMARK OFFICE 



Applicant : 



Hisashi YAMADA et al 



Conf . : 



2551 



Appl . No . : 



10/046,739 



Group: 



2814 



Filed: 



January 17, 2002 



Examiner 



H. TRINH 



For : 



THIN-FILM CRYSTAL WAFER HAVING pn 
METHOD FOR FABRICATING THE WAFER 



JUNCTION AND 



LARGE ENTITY TRANSMITTAL FORM 



Commissioner for Patents 



May 4, 2005 



P.O. Box 1450 
Alexandria, VA 22313-1450 



Transmitted herewith is a Reply to Restriction/Election 
Requirement in the above-identified application. 



□ The enclosed document is being transmitted via the 
Certificate of Mailing provisions of 37 C.F.R. § 1.8. 



□ Petition for ( ) month (s) extension of time pursuant 

to 37 C.F.R. §§ 1.17 and 1.136(a). $0.00 for the extension 
of time. 



^ No fee is required. 



□ A check in the amount of $0.00 is enclosed. 



□ Please charge Deposit Account No. 02-2448 in the amount of 
$0.00. A triplicate copy of this sheet is attached. 



If necessary, the Commissioner is hereby authorized in this, 
concurrent, and future replies, to charge payment or credit any 
overpayment to Deposit Account No. 02-2448 for any additional 



Appl. No. 10/046,739 



fees required under 37 C.F.R. §§1.16 or 1.17; particularly, 
extension of time fees. 

Respectfully submitted, 

BIRCH, STEWART, KOLASCH & BIRCH, LLP 



P.O. Box 747 

ADM:gmh Falls Church, VA 22040-0747 
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PATENT 
3885-0102P 



IN THE U.S. PATENT AND TRADEMARK OFFICE 



Applicant 



Hisashi YAMADA et al . 



Conf . : 



2551 



Appl. No. 



10/046,739 



Group : 



2814 



Filed: 



January 17, 2002 



Examiner: H. TRINH 



For: 



THIN-FILM CRYSTAL WAFER HAVING pn JUNCTION AND 
METHOD FOR FABRICATING THE WAFER 



REPLY TO RESTRICTION REQUIREMENT 



Commissioner for Patents 



May 4, 2005 



P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

In reply to the Restriction Requirement received April 4, 
2005, via facsimile, the following remarks are respectfully 
submitted in connection with the above-identified application. 

This reply includes: Remarks. 



Appl. No. 10/046,739 



REMARKS 

Claims 1-11 are pending in the above-identified application. 

The claims of the present application have been subjected to a 
Restriction Requirement under 35 U.S.C. 121 as follows: 

Group I - claims 1-5 directed to a device; and 

Group II - claims 6-11, directed to a method for making the 
device of the claims of Group I. 

Election 

Applicants hereby elect the claims of Group I, i.e. claims 1- 
5. This election is made with a traversal. 

Reasons for Traversal of Restriction Requirement 

It is respectfully submitted that the search and examination 
for the presently elected Group I (claims 1-5) substantially 
overlaps with that of the non-elected Group II subject matter 
directed to a method for forming the device of elected Group I. 
For example, the method steps recited in claim 6 require the 
formation of a base layer, a thin film layer and an emitter layer 
which have the same composition and properties as recited for the 
corresponding layers in elected claim 1. The reason indicated for 
the restriction requirement that the method recited in the claims 
of Group II may be used to form a "materially different product" is 



Appl. No. 10/046,739 



not understood in that it appears the same product having the same 
properties is indeed formed by the method of non-elected group II 
claims. Consequently, it is submitted that there is no significant 
burden placed on the Examiner to examine all of the subject matter 
of all of the claims pending in the present application such that 
the Restriction Requirement should be withdrawn. 

Conclusion 

If any questions arise regarding the above matters, please 
contact Applicant's representative, Andrew D. Meikle (Reg. No. 
32,868), in the Washington Metropolitan Area at the phone number 
listed below. 

If necessary, the Commissioner is hereby authorized in this, 
concurrent, and future replies, to charge payment or credit any 
overpayment to Deposit Account No. 02-2448 for any additional fees 
required under 37 C.F.R. § 1.16 or under 37 C.F.R. § 1.17; 
particularly, extension of time fees. 



Respectfully submitted. 
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Sir: 

It is respectfully requested that the attorney named below be advised of the status of the above- 
identified application. Please advise us of when we might expect to receive a Response for the Petition to 
Withdraw Abandonment filed on July 15, 2005 in the Patent and Trademark Office. 

Dated: May 22, 2009 
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DECISION ON PETITION 



Filed: January 17, 2002 
Attorney Docket No. 3885-0102P 



This is a decision on the petition, filed May 4, 2005, under 37 CFR 1.181 (no fee) 
requesting withdrawal of the holding of abandonment in the above-identified application. 
The delay in responding is regretted; however, the petition was recently referred to the 
Office of Petitions for consideration. 

The petition is GRANTED . 

This application was held abandoned for failure to reply in a timely manner to the 
Restriction Requirement, mailed July 23, 2004. A Notice of Abandonment was mailed 
April 8, 2005. In response, on May 4, 2005, the present petition was filed. 

Petitioner asserts that the Office action dated July 23, 2004 was not received. 

A review of the application file reveals no irregularities in the mailing of the Office 
action of July 23, 2004. Thus, there is a strong presumption that the correspondence was 
properly mailed to the applicant at the correspondence address of record. In the absence 
of demonstrated irregularities in mailing of this Office action, petitioner must submit 
evidence to overcome this presumption. The following showing is required: 

Practitioner must state that the Office action was not received at the 
correspondence address of record, and that a search of the practitioner's record(s), 
including any file jacket or the equivalent, and the application contents, indicates 
that the Office action was not received. A copy of the record(s) used by the 
practitioner where the non-received Office action would have been entered had it 
\ ' been received is required. 

A copy of the practitioner's record(s) requked to show non-receipt of the O ffice 
action should include the master docket for the firm. That is, ii'M otie mOiithf'^ 
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A copy of the practitioner's record(s) required to show non-receipt of the Office 
action should include the master docket for the firm. That is, if an one month 
period for reply was set in the nonreceived Office action, a copy of the master 
docket report showing all replies docketed for a date one month from the mail 
date of the nonreceived Office action must be submitted as documentary proof of 
nonreceipt of the Office action. If no such master docket exists, the practitioner 
should so state and provide other evidence such as, but not limited to, the 
following: the application file jacket; incoming mail log; calendar; reminder 
system; or the individual docket record for the application in question. 

Petitioner has adequately supported his claim of non-receipt with the evidence provided. 

In view of the above, the Notice of Abandonment is hereby vacated and the holding of 
abandonment withdrawn . 

This application is being referred to Technology Center AU 2814 for appropriate action 
in the normal course of business on the reply received May 4, 2005. 

Telephone inquiries concerning this decision may be directed to the undersigned at 
(571) 272-3204. All other inquiries regarding this application should be directed to the 
Technology Center. 
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Art Unit: 2893 

The election filed July 15, 2005 has been entered and made of record as paper 
no. 20050715. 

Applicant's election with traverse of claim 1-5 in the reply filed on July 15, 2005 is 
acknowledged. The traversal is on the ground(s) that "the search and examination for 
the presently elected Group I (claims 1-5) substantially overlaps with that of the non- 
elected Group II subject matter directed to a method for forming the device of elected 
Group I This is not found persuasive because the search might overlap but not 
coextensive. The search of group I does not require to search "a heterojunction bipolar 
transistor" as recited in Group II. 

The requirement is still deemed proper and is therefore made FINAL. 

The specification has not been checked to the extent necessary to determine the 
presence of all possible minor errors. Applicant's cooperation is requested in correcting 
any errors of which applicant may become aware in the specification. 

Claims 1-5 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In claim 1 , "the first and second crystal layer... forms a heterojunction" is not 
understood. If the "thin film layer" is formed between (at an interface of the 
heterojunction) the first and second crystal layer, then there is no "heterojunction" 
between the first and the second crystal layers; the first and the second crystal layers 
are separated from each other by the "thin film layer". 
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Any inquiry concerning this communication should be directed to Examiner Ngan 
Ngo at telephone number (571) 272-171 1 . The fax phone number for the organization 
where this application or proceeding is assigned is (571 )-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

/Ngan Ngo/ 

Primary Examiner, Art Unit 2893 



Ngan Ngo 
October 26, 2009 
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